TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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HEARD: NOVEMBER 4, 1999

Before JERRY SM TH, LALL and GROSS, Adninistrative Patent
Judges.

LALL, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection? of clains 1 to

! Application for patent filed Decenber 3, 1992.

2 An anendnent after the final rejection was filed on Aug.
8, 1995, however, it nmade no changes to the clains. Also, the
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5 and 7 to 13.

The di sclosed invention relates to a delivery nmenber for
delivering an i mage receivi ng nmedi um such as recordi ng paper
to an image form ng station. The invention is further
directed to an el ectrophot ographi c apparatus and an inkj et
recordi ng apparatus, each enpl oying such a delivery nenber.
The invention provides for a delivery nmenber which nmaintains a
uni form surface and consistent coefficient of friction even
after the delivery of thousands of sheets of paper. The
invention is further illustrated by the foll ow ng claim

Representative claim1l is reproduced as foll ows:

1. A delivery nenber conprising a substrate naterial, a
first coating filmconprising a resin containing a filler and
formed by el ectrodeposition on the substrate material, and a
second coating filmconposed of an organic coating filmfornmed
on the first coating film

The references relied on by the exam ner are:

Takahashi 4,541,711 Sep. 17, 1985

“index of clains” indicates that claim7 was objected to, but
the final rejection, the answer and the brief all indicate
that claim6 was objected to. Thus, clains 1 to 5 and 7 to 13
are before us on appeal.
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Masubuchi et al. (Masubuchi) 4, 888, 244 Dec. 19,
1989

Clains 1 to 5 and 7 to 13 stand rejected under 35 U S. C

8§ 103 over Takahashi and Masubuchi

Ref erence is nade to Appellants’ briefs® and the
Exam ner's answer for their respective positions.
OPI NI ON
W have considered the record before us, and we w ||
reverse the rejection of clains 1 to 5 and 7 to 13.
Wth respect to clains 1 to 5 and 7 to 13, the Exam ner

has failed to set forth a prina facie case of obvi ousness. It

is the burden of the Exami ner to establish why one having
ordinary skill in the art would have been led to the clained

i nvention by the express teachings or suggestions found in the
art, or by inplications contained in such teachings or

suggestions. I1n re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6

(Fed. Cr. 1983). “Additionally, when determ ning

obvi ousness, the clained i nventi on should be considered as a

SAreply brief was filed on Cct. 1, 1996 and was entered
in the record on Cct. 31, 1996 wi thout any response by the
Exam ner .
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whol e; there is no legally recognizable ‘heart’ of the

i nvention.” Para-Ordnance Mg. v. SGS Inporter Int'l, Inc.,

73 F.3d 1085, 1087, 37 USPQ@d 1237, 1239 (Fed. G r. 1995),

cert. denied, 117 S.C. 80 (1996) citing W_L. Gore & Assocs.,

Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309

(Fed. Cr. 1983), cert. denied, 469 U S. 851 (1984).

Al'l the independent clains, 1, 8 and 13, and hence the
dependent clains, 2 to 5, 17 and 9 to 12, contain the
limtation that the delivery nenber conprises a substrate
material, a first coating filmconprising a resin containing a
filler and formed by el ectrodeposition on the substrate
material, and a second coating fil mconposed of an organic
coating filmforned on the first coating film The Exam ner
conbi nes Takahashi wi th Masubuchi wi thin the neaning of 35
US C § 103. Thus, the Exam ner asserts that “It would have
been obvious ... to apply the coating of Masubuchi et al. to
the delivery nenber of Takahashi to protect the nenber from
unwant ed chi ppi ng and corrosi on fromconstant contact, as
Masubuchi et al. discussed.” [Answer, page 4].

While the Exam ner is correct in finding that Masubuch
teaches the application of two coatings on a substrate to
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protect the substrate against chipping and corrosion, a conmmon
problemw th the paint on the autonobiles and electrica
appl i ances with which Masubuchi is concerned, the Exam ner is
off the mark i n deducing that Masubuchi solves the problem
Appel l ants are dealing with, which is to protect the delivery
menber agai nst abrasion. W find nothing in Masubuchi, and

nei ther does the Exam ner, which di scusses abrasion and/or
friction between contacting surfaces.

Therefore, we agree with Appellants that there is no
notivation to conbine the teachings of Masubuchi wth
Takahashi [brief, pages 8 to 17 and reply brief, pages 1 to
3]. The Federal Circuit states that “[the] nmere fact that the
prior art may be nodified in the manner suggested by the

Exam ner does not meke the nodification obvious unless the
prior art suggested the desirability of the nodification.” [In
re Fitch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84

n.14 (Fed. Cr. 1992), citing In re Gordon, 773 F.2d 900, 902,

221 USPQ 1125, 1127 (Fed. Gr. 1984). “Qoviousness nay not be
est abl i shed using hindsight or in view of the teachings or

suggestions of the inventor.” Para-Ordnance Mg. v. SGS

Inporters Int’'l, 73 F.3d at 1087, 37 USPQ 2d at 1239 (Fed.
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1995), citing W_L. Gore & Assocs., v. Garlock, Inc., 721 F.2d

at 1553, 220 USPQ at 312-13 (Fed. Gir. 1983).
Therefore, we conclude that the suggested conbi nation of
Takahashi and Masubuchi is inproper and the Exam ner has not

established a prinma facie case of obviousness to reject the

I ndependent clains 1, 8 and 13 and, hence, the dependent
claims 2to 5 7 and 9 to 12 within the neaning of 35 U S.C. §

103.

DECI SI ON
The decision of the Exam ner rejecting clains 1 through 5
and 7 through 13 under 35 U.S.C. 8 103 over Takahashi and

Masubuchi is reversed.

REVERSED

JERRY SM TH )
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Adm ni strative Patent Judge

PARSHOTAM S. LALL BOARD OF PATENT
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Adm ni strative Patent Judge
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